REMARKS 

Applicant appreciates the thorough review and indication by Examiner that claims 17 and 
18 would be allowable if rewritten in independent form including all the limitations of the base 
claim and any intervening claim. Applicant also appreciates the Examiner's suggestions for 
correcting informalities in claims 14-18, and Applicant has amended claims 14-18 accordingly. 
Applicant also amended claims 1 and 12 to correct a couple of minor clerical errors that are not 
in response to the claims rejections from the Examiner. 

The Examiner rejected claims 1-16 and 19-22 under the provisions of 35 U.S.C. § 102 as 
being anticipated by U.S. Reissue Patent No. RE 28,768 to Leonard Mason (hereinafter "Mason" 
or "the Mason patent"). Applicant respectfully requests reconsideration of the Examiner's 
rejections because Applicant respectfully submits that Mason does not teach or disclose every 
element of the rejected claims. Claims 1 and 12 include the element of "a locking mechanism 
located between the upper and lower portions of the outer member, the locking mechanism 
selectively locks the upper and lower portions between the retracted and extended positions." As 
discussed in more detail herein, the Mason patent does not disclose or suggest a locking 
mechanism that selectively locks the upper and lower portions between the retracted and 
extended positions. Therefore, Applicant respectfully submits that claims 1-16 and 19-20 are in 
condition for allowance as they are not anticipated by Mason. Method claim 21 also includes a 
locking step which is not performed by the apparatus disclosed in Mason. Accordingly, 
Applicant respectfully submits that claim 21 is not anticipated by Mason and is in condition for 
allowance. Method claim 22 includes the steps of opening and closing both inner and annular 
passages. These steps are not disclosed or suggested by the Mason patent. Therefore, Applicant 
also respectfully submits that claim 22 is in condition for allowance. 
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Claims 1 and 12 

Claims 1 and 12 include the element of "a locking mechanism located between the upper 
and lower portions of the outer member, the locking mechanism selectively locks the upper and 
lower portions between the retracted and extended positions. 1 ' As described earlier in claims 1 
and 12, the upper and lower portions of the tubular outer member are axially movable relative to 
each other between extended and retracted positions. The locking mechanism "selectively locks 
the upper and lower portions between retracted and extended positions." Applicant respectfully 
submits that the Mason patent fails to disclose the locking mechanism claim element. 

Mason discloses a hydraulic tool for use in a drill string, which is adapted to jar upwards 
or bump downwards for the purpose of freeing the drill string when it is stuck. See the Mason 
patent (Col. 1: 11. 12-16). The Mason tool includes male and female spline members 2,3 (upper 
and lower portions as alleged by the Examiner) that telescopingly slide relative to each other 
between retracted or "collapsed" position and an extended position. See the Mason patent (Col. 
8: In. 45 - Col. 9: In. 2 for discussion of jarring and bumping strokes, and Figures la - 3c 
depicting movements of tool between positions). Female member 3 includes "spaced, internal, 
longitudinal splines 25," and male member 2 includes "spaced, external, longitudinal splines 26" 
that intermesh with each other. See the Mason patent (Col. 9: 11. 12 - 16, Figure 5). According 
to Mason, the male member can slide longitudinally, or axially, within the female member 
between collapsed and extended positions, but relative rotational movement is precluded by the 
intermeshed splines 25, 26. See the Mason patent (Col. 9: 11. 22 - 25, and Figures la - 3c, and 
5). Splines 25,26 do not preclude axial or longitudinal movement at all. Therefore, there is 
nothing that selectively locks male and female members 2,3 between their collapsed and 
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extended positions. Male member 2 is free to move longitudinally at any time during and after 
the jarring and bumping strokes between the collapsed and extended positions. 

In order to anticipate Claim 1, the cited art must disclose each and every limitation, by a 
preponderance of the evidence, in order to reject a claim under the provisions of 35 U.S.C. § 102. 
See MPEP 706.02. Claim 1 requires "a locking mechanism located between the upper and lower 
portions of the outer member, the locking mechanism selectively locks the upper and lower 
portions between the retracted and extended positions." The Mason patent does not teach this 
element. There is nothing selectively locking the alleged upper and lower portions 2,3 between 
the retracted and extended positions. Accordingly, Applicant respectfully submits that the 
Mason patent does not anticipate claim 1 because it fails to teach each and every claim 
limitation. Claims 2-11 depend from claim 1 and claims 13-20 depend from claim 12. 
Therefore, Applicant respectfully submits that claims 1-20 (including claims 17-18 that were 
previously indicated as allowable) are in condition for allowance, and respectfully requests that 
the Examiner remove the rejection of claims 1-16 and claims 19-20 based upon the Mason 
patent. 

Moreover, claim 12, also includes the elements of "an inner tubular member carried in 
the bore of the outer member, the inner tubular member defining an inner passageway and an 
annular passageway extending axially through the outer member," and "an inner valve member 
carried in the bore for blocking upward flow through the inner passageway...." Applicant 
respectfully submits that Mason does not disclose a tool having both inner and annular 
passageways, and an inner valve member to block flow through the inner passageway. 

The Mason tool has an internal bore 42 extending axially therethrough. See the Mason 
patent (Figures la - 3c). There are also axial bypass passages 53 along valve 20 that permits 
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flow between jar and bumper chambers 15,16 formed in an annulus of the Mason tool. See the 
Mason patent (Col 11: 11. 48 - 68, Figures lb, 2b, 3b, 8 and 9). There is a valve fitting section 
10 located axially between jar and bumper chambers 15,16. See Id. Valve 20 closes off annular 
flow between jar and bumper chambers during an upstroke when valve 20 is passing through 
valve fitting section 10 toward the jar chamber 16. See Id. Mason does not disclose any kind of 
valve for blocking flow within internal bore 42, and therefore does not disclose or suggest "an 
inner valve member... for blocking upward flow through the inner passageway." Therefore, 
Applicant respectfully submits for these additional reasons that each and every claim element of 
claim 12 and dependent claims 13-20 are not anticipated by the Mason patent. 
Claim 21 

Claim 21 includes the method step of "selectively locking the upper and lower portions in 
the extended and retracted positions." As discussed above with respect to claims 1 and 12, 
Mason's splines 25,26 do not lock the Mason male and female members 2,3 in the extended and 
retracted (or Mason's "collapsed) positions. There is nothing to perform this method step on the 
Mason tool, and the Mason patent does not disclose or suggest this locking step. Therefore, 
Applicant respectfully submits that claim 21 is in condition for allowance, and respectfully 
requests that the Examiner remove the rejection of claim 21 based upon the Mason patent. 
Claims 22 and 23 

New claim 23 is the same as original claim 21, except that in the providing step, 
Applicant also includes an annular passageway extending through the upper and lower portions. 
Thus, the assembly provided with this claim has an inner passageway and an annular 
passageway. Like original claim 21, new claim 23 includes the method steps of "opening" and 
"closing" the inner passageway "by sliding the upper and lower portions axially toward each to 
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the retracted position." Claim 22 has been amended to remove the providing of the annular 
passageway, and continues to include the method steps of opening and closing the annular 
passageway. Applicant respectfully submits that the Mason patent does not disclose the method 
steps of claims 23 and 22. 

The Mason tool has an internal bore 42 extending axially therethrough. See the Mason 
patent (Figures la - 3c). There are also axial bypass passages 53 along valve 20 that permits 
flow between jar and bumper chambers 15,16 formed in an annulus of the Mason tool. See the 
Mason patent (Col. 11: 11. 48 - 68, Figures lb, 2b, 3b, 8 and 9). There is a valve fitting section 
10 located axially between jar and bumper chambers 15,16. See Id. Valve 20 closes off annular 
flow between jar and bumper chambers during an upstroke when valve 20 is passing through 
valve fitting section 10 toward the jar chamber 16. See Id. 

There is nothing that is disclosed in Mason that ever opens and closes internal bore 42 
"by sliding the upper and lower portions axially toward each to the retracted position." There is 
nothing to perform this method step on the internal bore 42 of the Mason tool, and the Mason 
patent does not disclose or suggest this locking step. The inner passage cannot be the passages 
extending through valve 20 because there would not be any annular passages provided in the 
tool. Therefore, Applicant respectfully submits that claim 23 is in condition for allowance. 

Claim 22 now depends from new claim 23, and should therefore be allowable over the 
Mason patent because it is dependent from an allowable base claim. Additionally, however, 
claim 22 includes the method steps of "opening the annular valve assembly by increasing the 
fluid pressure in the portion of the annular passageway above the annular valve assembly" and 
"closing the annular valve assembly by reducing the fluid pressure in the portion of the annular 
passageway above the annular valve assembly." The valve 20 in Mason is actuated by engaging 
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the valve fitting section 10 during upward stokes of the Mason tool. There is no disclosure or 
suggestion relating to "increasing (or decreasing) the fluid pressure in the portion of annular 
passageway above the annular valve assembly" in order to open or close an annular valve. 
Therefore, the Mason patent does not teach or suggest each and every method step in claim 22. 
Accordingly, in addition to being allowable for being dependent from new claim 23, Applicant 
respectfully submits that claim 22 is in condition for allowance because Mason does not teach its 
additional method steps, and respectfully requests that the Examiner remove the rejection of 
claim 22 based upon the Mason patent. 



Applicant respectfully submits that remaining claims 1-23 are all in condition for 
allowance. Reconsideration of the application and allowance of all claims are respectfully 
requested, and Applicant respectfully requests the issuance of a Notice of Allowance. 



CONCLUSION 



Respectfully submitted, 
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